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DETAILED ACTION 

This office action is a first action on the merits of this application. Claims 1-21 amended 
on 8/29/2001 are presented for further examination. 

Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Japan on 4/24/2001. It is noted, however, that applicant has not filed a certified copy of 
the Japan 2001-126367 application as required by 35 U.S.C. 1 19(b). 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention, 

1. Claims 3, 4, 6-15, 18, and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

2. In considering claims 3 and 4, each recite the limitation "the first and second unopened time 
limits" in line 2. There is insufficient antecedent basis for this limitation in the claims. 
Additionally the use of "and/or" in line 3 of each claim is ambiguous. 

3. In considering claim 6, the claim recites the limitation "the contents of notification" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. Additionally claim 6 recites 
the statement "the contents of notification are made to differ." This statement is ambiguous; it 
fails to distinctly describe what constitutes a difference in the notification content. 
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4. In considering claim 7, the claim is incomprehensible as written. The claim must be 
rewritten using proper grammar that conforms to current U.S. practice. 

5. In considering claim 8, the claim recites the limitation "the user" in line 3. There is 
insufficient antecedent basis for the limitation in the claim. Additionally the statement "wherein 
charging is performed. . .in accordance with the results," is ambiguous. 

6. In considering claim 9, the claim recites the limitation "the user" in line 2. There is 
insufficient antecedent basis for this limitation in the claim, 

7. In considering claim 10, the claim recites the limitation "the information of the unopened 
time limit" in line 2. There is insufficient antecedent basis for this limitation in the claim. 

8. In considering claim 1 1, the claim recites the limitation "the contents of modifications" in 
line 2. There is insufficient antecedent basis for this limitation in the claim. 

9. In considering claim 12, the claim recites the limitation "the effect" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

10. In considering claim 13, the claim recites the limitation "the information" in lines 3 and 4. 
There is insufficient antecedent basis for this limitation in the claim. Additionally the 
statements, "the information is announced" and "are posted" in lines 3 and 6 respectively, are 
ambiguous. As a whole the claim is not clear as written. The claim must be rewritten using 
proper grammar that conforms to current U.S. practice. 

11. In considering claim 14, the claim recites the limitation "the user" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. Additionally the statement "the 
number of setting items," is ambiguous. 
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12. In considering claim 15, the claim is incomprehensible as written. The claim must be 
rewritten using proper grammar that conforms to current U.S. practice. 

13. In considering claim 18, the claim recites the limitations "the recipient" and "the sender" in 
lines 3 and 5 respectively. There is insufficient antecedent basis for this limitation in the claim. 

14. In considering claim 19, the claim recites the limitation "unopened information" in line 3. 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 35 1(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

15. Claims 17 and 21 are rejected under 35 U.S.C. 102(e) as being anticipated by Takahashi et 
al. (U.S. Paten No. 6,442,589; hereinafter "Takahashi"). 

In considering claims 17 and 21, Takahashi discloses an electronic mail management 
system that manages unopened electronic mail, comprising: 

□ an electronic mail sending (Col 6, line 25) and receiving unit (Col 5, line 41), 

□ an unopened notification condition master (Col 6, line 2), and 

□ a notification instruction unit (Col 6, line 24), 
wherein 

□ the unopened notification condition master sets a plurality (Col 6, line 4) of 
unopened time limits (Col 6, lines 39-43), unopened information notification 
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destinations (Col 3, line 42), and notification methods in accordance with a 
combination of the mail address of the electronic mail recipient and the mail 
address of the electronic mail sending source (Col 6, line 36), [A filter, which 
sorts messages based on the sender address inherently sorts messages based on the 
recipient address since an electronic mail is sorted based on a filter for that 
specific recipient. ] 

□ and the notification instruction unit posts the unopened information using the 
notification method set in the notification destination that is set in the unopened 
notification condition master when unopened electronic mail exists even if the 
unopened time limit set in the unopened notification condition master elapses 
(Col 6, line 24). 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

16. Claims 1, 3-5, 16, 19, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Takahashi et al. (U.S. Patent No. 6,442,589; hereinafter "Takahashi"), in view of Shaffer et 

al. (U.S. Patent 5,995,594; hereinafter "Shaffer"). 

In considering claims 1 and 16, Takahashi discloses an electronic mail management 



method wherein the electronic mail management system posts the presence of unopened 
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electronic mail to a set notification destination by a preset communication means (Col 3, lines 
25-34 and 40-43) in combination with an unopened time limit (Col 6, lines 39-43). However, 
Takahashi does not disclose posting the presence of unopened electronic mail every time the 
unopened time limit at which received mail is kept unopened elapses. Nonetheless, the feature 
of continuously alerting a user to an unopened mail after each time limit elapses is well known, 
as evidenced by Shaffer. 

In a similar art, Shaffer discloses a message notification system, which posts the presence 
of unopened messages repeatedly after each time limit elapses until the message is opened (Col 
2, lines 40-49). While the Shaffer disclosure primarily focuses on voice messages, Shaffer 
discloses that the invention can "be used in any other type of multimedia messaging system (e.g., 
facsimile, e-mail. . .and /or any other type of message via any available media)" (Col 3, lines 1- 
4). Shaffer further discloses that the invention benefits users by providing a method for 
notifying users of messages located in their mailboxes (Col 2, 63-65). Thus, given the teaching 
of Shaffer, it would have been obvious to a person having ordinary skill in the art to design the 
Takahashi system to post the presence of unopened electronic mail every time the unopened time 
limit at which received mail is kept unopened elapses. 

In considering claim 3, Takahashi discloses the electronic mail management method 
according to claim 1, wherein the first and second notification destinations are set in accordance 
with a combination of mail addresses of the recipient and the sender. In Takahashi 's system the 
filters used to sort messages to notification destinations may sort messages based on the sender 
address (Col 6, line 35). Further, since an electronic mail is addressed to a recipient and sorted 
based on a filter for that recipient, a filter, which sorts messages based on the sender address 
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inherently sorts messages based on the recipient address. Additionally Takahashi discloses that 
a plurality of filters may be used (Col 3, line 3 1) to sort and forward messages to a variety of 
notification destinations (Col 3, line 41). 

In further considering claim 3 time limits, Takahashi discloses the use of several 
combinations and varieties of filters for sorting messages (Col 6, lines 1 -67) including a given 
time interval (time limit) for unopened messages (Col 6, line 41). Given the teaches of Shaffer 
and inclusion of those teachings in Takahashi' s system as stated above, it would have been 
obvious to further expand Takahashi 's time interval (time limit) filter to include the option of 
selecting multiple time limits. Therefore Takahashi in view of Shaffer teaches the electronic 
mail management method according to claim 1, wherein the first and second time limits are set in 
accordance with a combination of mail addresses of the recipient and the sender. 

In considering claim 4, as discussed above the Takahashi system in view of Shaffer has 
the ability to set the first and second unopened time limits and/or notification destinations 
through a filter or combination of filters. Takahashi also discloses that such a filter may sort 
based on a keyword (Col 6, line 44). Thus, Takahashi in view of Shaffer discloses the electronic 
mail management method according to claim 1 wherein the first and second unopened time 
limits and/or notification destinations are set in accordance with a keyword contained in a title of 
the electronic mail. 

In considering claim 5, Takahashi discloses the electronic mail management method 
according to claim 1, wherein information about a time zone where the notification can be 
performed to the recipient or sender of electronic mail or the time zone where an unopened state 
is not to be calculated (Col 6, lines 62-65). 
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In considering claim 19, Takahashi discloses the electronic mail management system 
according to claim 17, wherein a time zone in which the notification of unopened information is 
made or not made, or an unopened state is to be calculated or not to be calculated can be set in 
the unopened notification condition master (Col 6, lines 62-65). 

In considering claim 20, as discussed above the Takahashi system in view of Shaffer has 
the ability to set unopened time limits and/or notification destinations (methods) through a filter 
or combination of filters. Takahashi also discloses that such a filter may sort based on a 
keyword (Col 6, line 44). Thus, Takahashi discloses the electronic mail management system 
according to claim 17, wherein the setting of a keyword contained in the title of received mail 
and the setting of the unopened time limit, notification destination and notification method 
combined with the keyword can be set in the unopened notification condition master. 

17. Examiner takes Official Notice (see MPEP § 2144.03) that charging a fee for services 
rendered based on the "results" of a notification or the "communication charges" associated with 
a notification was well known in the art at the time the invention was made. 

18. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi in 
view of Shaffer as applied to claim 1 above, and further in view of the Official Notice stated 
above. 

In considering claims 8 and 9, Takahashi in view of Shaffer fails to teach charging a fee 
to a user in accordance with the results or communication charges to which an unopened 
notification is performed. However, as referenced in the above Official Notice, the act of 
charging a fee for services rendered based on the results of a notification or the communication 
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charges associated with a notification is well known. Therefore, it would have been obvious for 
a person having ordinary skill in the art to incorporate charging a fee for services rendered based 
on the results and/or communication charges associated with an unopened electronic mail 
notification into the method disclosed by Takahashi in view of Shaffer above. 

19. Claims 2 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi 
et al. (U.S. Patent No. 6,442,589; hereinafter "Takahashi"), in view of Hidemasa (Japan Patent 
Publication No. 07-183912). 

The paragraph number references cited from Hidemasa below, reference the detailed 
description paragraph numbers starting with 1 through 24 as generated by the JPO English 
translation engine. 

In considering claim 2, Takahashi discloses an electronic mail management method, 
comprising the step of posting the presence of unopened electronic mail to a recipient of the 
unopened electronic mail by a preset means (Col 3, lines 25-34 and 40-43) when the unopened 
electronic mail exists exceeding a preset first unopened time limit (Col 6, lines 41-43). 
However, Takahashi fails to teach posting a similar notification to the sender of the electronic 
mail. Nonetheless, the feature of posting the presence of the unopened electronic mail to the 
sender of the electronic mail by a preset means when the unopened electronic mail exists 
exceeding an unopened time limit is well known, as evidenced by Hidemasa. In a similar art, 
Hidemasa discloses an electronic mail management method where the sender of an electronic 
mail is notified of an unread message after a preset time limit (Paragraph 23). Hidemasa further 
discloses that such a sender notification method allows the "effectiveness" of an email to be 
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acquired by the sender (Paragraph 6). Thus, given the teaching of Hidemasa, it would have been 
obvious to a person having ordinary skill in the art to design the Takahashi system to alert the 
sender of an electronic mail when that mail exceeds an unopened time limit, in order to notify the 
sender when an email is not read by a recipient in a given time period. Additionally the time 
limits for notifications to the recipient or sender are selected and set by a user. Therefore any 
order or combination of time limits can exist including a first time limit for recipient notification 
and a second time limit greater than the first time limit for sender notification. 

In considering claim 18, Takahashi in view of Hidemasa discloses the electronic mail 
management system according to claim 1 7, wherein an unopened time limit (Takahashi Col 6, 
lines 41-43) at which the notification destination is the recipient (Takahashi Col 3, lines 25-34 
and 40-43) and another unopened time limit at which the notification destination is the sender 
(Hidemasa Paragraph 23) are set in the unopened notification condition master (Takahashi Col 6, 
line 2). Additionally the time limits for notifications to the recipient or sender are selected and 
set by a user. Therefore any order or combination of time limits can exist including a first time 
limit for recipient notification and a second time limit greater than the first time limit for sender 
notification. 

20. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi in view of 
Shaffer as applied to claim 1 above, and further in view of Hidemasa. 

In considering claim 6, Takahashi in view of Shaffer teaches that the content of an 
unopened electronic mail notification to the recipient will simply include the content of the 
electronic mail to be forwarded (Takahashi Col 3, line 47). However, Takahashi in view of 
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Shaffer fails to teach the content of an unopened electronic mail notification to the sender. In a 
similar art, Hidemasa discloses an electronic mail management method where the sender of an 
electronic mail is notified of an unopened message after a preset time limit (Paragraph 23). 
Additionally Hidemasa discloses the unopened electronic mail notification includes content, 
which notifies the sender about the unopened electronic mail (Paragraph 9, last sentence). 
Hidemasa further discloses that such a sender notification method allows the "effectiveness" of 
an email to be acquired by the sender (Paragraph 6). Given the teaching of Hidemasa, it would 
have been obvious to a person having ordinary skill in the art to design the Takahashi in view of 
Shaffer method to include content, in an unopened electronic mail notification to the sender, 
which notifies the sender that the sent mail is unopened. Thus, Takahashi in view of Shaffer as 
applied to claim 1 above, and further in view of Hidemasa discloses the contents of a mail 
notification management method according to claim 1, wherein the contents of notification are 
made to differ according to whether the notification destination of unopened information is the 
recipient or sender. 

21. Claims 10-14 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 
In considering claim 10, the prior art of record teaches 

□ setting a combination of a sending source mail address, a receiving mail address, 
and an unopened time limit in an unopened notification condition master; 

□ posting to a sender of electronic mail by a preset means that the electronic mail 
sent is unopened when the electronic mail sent from the sending source mail 
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address set in the unopened notification condition master to the receiving mail 

address is unopened exceeding the unopened time limit. 
However, the prior art of record fails to teach an electronic mail method wherein 

□ an electronic mail sending source can refer to the information of the unopened 

time limit that is set to be posted to the sending source by specifying the sending 

source mail address set in the unopened notification condition master. 
The prior art of record specifically teaches notifying the sender an electronic mail that 
remains unopened after a given period of time. However, for each sent mail the sender must 
select an unopened time limit for the particular mail being sent. In the disclosed invention an 
unopened time limit is stored for each sender in the notification condition master. When an 
email is sent the condition master is able to reference an unopened time limit for the sent email 
based on the sender mail address. Thus, this limitation in claim 10, "an electronic mail sending 
source can refer to the information of the unopened time limit that is set to be posted to the 
sending source by specifying the sending source mail address set in the unopened notification 
condition master," does overcome the art of record. 

22. The prior art made of record, in the enclosed PTO-892 form, and not relied upon is 
considered pertinent to applicant's disclosure. The prior art made of record discloses several 
more message notification systems where either the recipient or sender is notified of a message 
via various means. 
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23. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sean Reilly whose telephone number is 703-308-8646. The examiner can 
normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on 703-305-4792. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





